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The Final Office Action of February 9, 2003 has been carefully reviewed and this 
response addresses ihe Examiner's concerns. 

In the specification, the ajnendmem filed on 12/2/02 for page 7 (lines 9-19) was objected 
to under 35 U.S.C.l 12 for introducing new matier. Applicanis respectfully request 
reconsideration based on MPEP 608.01(1). MPEP 608.01(1) states thai " [ijn establishing a 
disclosure, applicant may rely not only on the desciipiion and drawing as filed but also on the 
original claims if their content justifies it/' Qaiim 6, 27, 49 of the original disclosure read as 
follows: 

6, A method according to claim 5. wherein said substrate is a solid phase composition 
comprising silicon, glasses, plastics, polymers, metals, ceramics or mixtures thereof 

27. A method according to claim 26, wherein said substrate is a solid phase composition 
comprising silicon, glasses, plastics, polymers, metals, ceramics or mixtures thereof 

49. A method accotrding to claim 48, wherein said substrate is a solid phase composition 
comprising silicon, glasses, plastics, polymers, metals, ceramics or mixmres thereof. 

Applicant respectfully asserts that the original claims support the inclusion of ceramics as 
subsu^ies in the specification. 
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Claims 1-3, 6-7, 10-12. 14-19, 66-67 and 69-70 are pending in ihe application. Claims 
22-65 are withdrawn from consideration. 

In view of the examiner's earlier restriction requirement, applicant retains the 
right to present claims 22-65 in a divisional application 

Claim 66 is rejected based on 35 U.S.C. 1 12, paragraph I . Applicants respectfiOIy request 
reconsideration of Claim 66 based on the argument presented above, on MPEP 608.01(1) and 
original claims 6, 27, and 49. 

Qaims 1-2, 10. 12, 14, and 69-70 were lejecied under 35 US,C, §l02(b) as being 
anucipaied by Huichens et al., U.S. Patent 5,719,060. Claims 1-3, 10, 12, 14, 17, 66 and 69-70 
are rejected under35 U,S.C. §l02(e) as being anudpaied by Nelson et al.(U,S, Patent 5,955,729). 
Claims 1-2, 6-7, 10-12, 14, 17, 66 and 69-70 are rejected under35 U.S.C. §102(e) as being 
anncipated by Siusdak ei al. (U.S. Patent 6,288,390). Claims 1-2. 6-7, 10-12, 14, 17, 66 and 69- 
70 are rejected under35 U,S.C §103(a)as being unpatentable over Siusdak et al. (U.S. Patent 
6,288,390) in view of Mian et al. (6,3 19,469). 

ri^f^<: U7. 10. 12, 14, flnd 69- 70 w^r^ re jected under 35 US^C m2(h) as bein^ anticipated b\ 

mchens ffff/-. lis. Patent 5 JJ9^Q6iL 

Applicants lespecif ully traverse these rejections for the reasons presented below. 

In order to better understand the differences between present invention and the Huichens 
et al- patent it should be recognized that in the Applicants' invention the films are 
morphologically tailored to enable the applying a sample to a deposited continuous thin film by 
either adsorption or directly to a surface of said deposited continuous thin film without having to 
provide surface associated molecules to whic^ ^he sampje is chemical attached. 
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In comparison, the *060 paient (Hutchens ) discloses sample presenung means unlizing 
surface associated molecules to eflfecxuaie the chemical anachmem of sample to the sample 
piesenting means (col. 14, lines 36-41). Applicanrs respectfully assen that amended Claim I, 
wherein the sair^ple is not attached to the thjn film by chem ica^ attadiment to surface associated 
molecules, is not anticipated by the '060 patent (Hutchens ) and neither air any of the dependent 
claims. 

rM.>c7-r 10 12 14 ]7 66Lj md 69^70 are reiecxedunderB5U,S.Cm2(€ )asb€m^ 
gj^cipatifd by l^t^lson et aL(rJ.fl. Pa fen^ 5.955.729). 

Applicants respectfully iraverse these rejections for the reasons presented below. 

Nelson et ai (U.S. Patent 5,955,729) also disclose utilizing surface associated molecules 
to effectuate the chemical attachment of sample to the surface, (col 3, lines 64-66, col 8, lines 
29-33). Applicants respectfully assert that amended Claim 1 , wherein the sample is not attached 
m The Thin film bv chemical attachment }n surface associated molecules, is not anticipated by the 
729 patent (Nelson ) and neither are any of the dependent claims. 

Claims 1-2. 6-7. 10-12 14. 17. 66 and69'7Q are, rejected undtT55 U.S.C ^I02(e)asheim 
qnfitjpfiied hv Siuvdak et al (U S. Paieni 6.2fiR.390) 

Applicants i^pectfully traverse these rejections for the reasons presented below. 

In order to better understand the differences between Applicants' invention and the390 
(Siusdak) patent should be recognized thai the AppUcants' invention is directed to d^siK4 
films that are morphologically tailored to enable the applying a sample to the deposited 
continuous thin fihn. Siusdak et al. disclose loading a sample (aualyte) onto a porous silicon 
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substrate. Porous silicon is obtaiued v^n a silicon wafer is chemically (wet) etched. (See c 1 9, 
lines 55-67, col X2, lines 33-48; see also, 
bttp://www,baih,ac,uk/pbysics/groups/opto/psilicon,himl, 
bttp://ee jamu.edu/~ryongJanjAVEBdiagrain/PSformati and 
htlp://www.eenmes,com/story/OEG200U0l5S0066).Obiaitung other porous semiconductors 
also requires wet etching- See , forexample^itp://www.otra.uiuc,edu/techdeiailasp?id=21. The 
substrate in the Applicants' claimed invention is not wet etched. Applicants respectfully assen 
That amended Claim 1 , w/herein the surface is not wet etched, is not anticipated by the '390 patent 
(Siusdak ) and neither are any of the dependent claims. 

Claims: 7-2, 6^7 70-72. 74 77 66 and 69^70 are^ reierte^dundetSS IIS^C, mSfaias beine 
ur ^paifniabl^ m^r Siusdak et al f US Pq^ni 6,2SS.3m in view of Mian el ah (6,319.469). 
Siusdak does not disclose a method for the analysis of a sample including applying the sample to 
a deposited continuous thin fiUn by either adsorption or directly to a surfece of the deposited 
continuous thin film, wherein the surface is not wet etct^4- Mian does not disclose a method for 
the analysis of a sample including applying the sample to a deposited continuous thin film by 
either adsorption or directly to a surface of the deposited continuous thin film, wherein ttie 
surface is not wet etched. Siusdak when combined with Mian doe s not t each a method for the 
analysis of a sample including applying the sample to a deposited continuous thin fihn by either 
adsorption or directly to a surface of the deposited continuous thin film, wherein the surface is 
not wet etched. 
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Under a 103 rejection, a prima facie case of obviousness of the invention is made in view 
of ihe scope and content of the prior art- In order to establish tiprima facie case of obviousness, " 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the an, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior an reference (or references) must teach or suggest all of the claim limitations " 
M.P.EP.§2143, 

Neither Siusdak nor Mian separately or in combination teach all the limitations of 
amended claim I . In light thereof. Applicants respectfiaiy traverse the 35 U.S,C. 103 rejection of 
the claims. 

In conclusion, in view of ibe above remarks, Applicants respectfully request the 
Examiner find all claims 1-3, 6-7, 10-12, 14-19, 66-67 and 69-70 as amended allowable over the 
prior an and pass this case to issue. 

Any required fees should be charged to Deposit Account No. 03-2410, order 1 1913-113, 
In accordance with Section 714.01 of the MP.E.P., the following information is 
presented in the event that a call may be deemed desirable by the Examiner: 
ORLANDO LOPEZ (617)854^00 
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D&ced; June 9, 2003 Respectfully submitted, 

Stephen J. Fonasb, et al,. Applicants 



By: 



Orlando Lopez 
Reg. No. 46,880 
Agent for Applicants 
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